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L Response to New Points of Argument Raised in Examiner's Answer as to 
Independent Claims 3 and 17 in view of OToole further in view of Davis and even further 
in view of Official Notice. 

In the Examiner's Answer, the Examiner asserts on page 10 that OToole's smart digital 
offer object functions as the claimed "first agent," and that "profile information" functions as the 
claimed user rule page. In support thereof, the Examiner mainly relies on column 7, line 24 
through column 8, line 4 of OToole. 

However, Appellant respectfully submits that contrary to the Examiner's assertion, 
OToole does not particularly teach or suggest the limitations of independent claims 3 and 17 
related to a user rule page containing information automatically obtained from the target 
computer by a first agent having a trigger program to filter information and to determine whether 
the information is relevant to the user rule page. 

Looking particularly at selected portions of OToole, column 7, lines 24 through column 
8, line 21, OToole teaches: 

The client computer fetches a document of web-based information from the 
offer-providing server that contains a smart digital offer object (step 118).. .The 
client computer activates the smart digital offer object (step 120), and the 
smart digital offer object attempts to observe the parameters of the execution 
environment at the client machine, including the presence of coupons, and 
possibly other information such as a purchasing history recorded on the client 
computer. . ..If the smart digital offer object attempts to observe the purchasing 
history or certain other user-specific information, the client computer asks the 
user whether the user wishes to reveal the information (step 122). The user 
indicates whether release of the information is authorized (step 124), and the 
smart digital offer object then examines the coupon (including the coupon's 
authenticator), digital receipts (including authenticators) and other user-specific 
information authorized to be revealed by the user , and presents to the user an 
offer of a product or service (step 126). . .When the user accepts the offer (step 
128) the client computer sends a message to the offer-providing server 
indicating that the user has accepted the offer \ or sends the message to an 
intermediary server that is trusted by the client computer to maintain the 
confidentiality of user-specific information and is trusted by the offer- 
providing server to verify the terms on which the offer was accepted (step 
130). . . The offer-providing server then fulfills the offer by causing the offered 
product or service to be provided to the user (step 134). (O'Toole, column 7, 
line 24 through column 8, line 21) (Emphasis Added). 
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As particularly detailed above, in OToole, OToole teaches an interactive smart digital 
offer object to allow a user to be interactively asked whether the user wishes to reveal certain 
user information and that further asks the user if the user wishes to accept an offer of a product or 
a service, which the user can then interactively accept or decline. This is completely different 
from Appellant's claimed invention of independent claims 3 and 17 related to a user rule page 
containing information automatically obtained from the target computer by a first agent having a 
triggering program to filter information and to determine whether the information is relevant to a 
user rule page. There is simply no teaching or suggestion of the automatic gathering of 
information from a target computer - but rather a query session is disclosed to determine whether 
a user accepts an offer. 

Further, Appellant set forth in its previous Appeal Brief, that nowhere does OToole 
teach, suggest, or render obvious a second agent that updates information (after a first agent) in a 
user rule page (which includes at least one of a hardware profile indicating hardware capabilities 
of the target computer, a software profile indicating software used by the target computer, and a 
user profile including dynamic information related to a user including information on web-sites 
visited and time spent by the user on the web-sites) and based upon the updated user rule page 
finds new appropriate content including a second advertisement that is transmitted to the 
computer. 

The Examiner responsive thereto has stated that OToole teaches that each time a server 
targets an offer to a user. . .the server sends along a smart digital offer object. . .a client "avatar" 
controls the release of the user's personal information to the server. . .this updated profile 
information is used by the server to target future offers to the user through smart digital offer 
objects. . .therefore, OToole teaches the use of various objects (including "avatars") to select and 
deliver offers of interest to a user and updates a user's profile accordingly. [Examinees Answer, 
pages 12-13]. Further, the Examiner asserts that the smart digital offer objects relays the updated 
profile information back to the offer-providing servers in order to assess the targeting of future 
offers [Examiner's Answer, page 13]. 

However, OToole states that: 
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The server computer may use the subset of the client personal profile to 
customize other web-based services offered to the user, including digital 
coupons, search services, and advertisements... Client-specific sales 
offers and coupons can be implemented in accordance with the smart 
digital offer techniques described above in connection with FIGS. 3 and 
4A-4B. (O'Toole, Column 10, lines 17-24, Emphasis Added). 

Thus, Appellant respectfully submits that to the extent O'Toole teaches or suggests a 
second agent that updates information in the user rule page. . .and based upon the updated user 
rule page finds new appropriate content including a second advertisement; that this is based upon 
the same sort of interactive querying (Figures 3, 4 A, 4B) that has been previously discussed and 
does not relate to a user page that is automatically obtained from the target computer. 

Further, on pages 13-14 of the Examiner's Answer, the Examiner disagrees with 
Appellant's assertion that there is no motivation to combine the teachings of Davis with O'Toole 
and further with Official Notice, in order to teach the hardware profile indicating hardware 
capabilities of the target computer, a software profile indicating software used by the target 
computer, and a user profile including dynamic information related to a user using the target 
computer, the dynamic information including information on web-sites visited and time spent by 
a user on the web-sites. 

The Examiner asserts that the Appellant's analysis of Davis is in a vacuum, and not in 
light of the rejection over the combination of O'Toole, Davis, and Official Notice as a whole. 

Appellant respectfully disagrees. Appellant respectfully submits that the combination of 
OToole, Davis, and Official Notice is in fact improper hindsight reconstruction. 

As aptly stated by the Federal Circuit in In re Kotzab, 55 USPQ2d (BNA) 1313, 1316- 

1317 (Fed. Cir. 2000): 

Most if not all inventions arise from a combination of old elements. Thus 
every element of a claimed invention may often be found in the prior art. 
However, identification in the prior art of each individual part claimed is 
insufficient to defeat patentability of the whole claimed invention. Rather, 
to establish obviousness based on a combination of the elements disclosed 
in the prior art, there must be some motivation, suggestion, or teaching of 
the desirability of making the specific combination that was made by the 
applicant. (Emphasis added). 
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Further, it is has long been held that impermissible hindsight reconstruction must be 
avoided. 

The Federal Circuit has ruled that it is impermissible to use the claims as an 
instruction manual or "template" to piece together teachings of the prior art to render a 
claimed invention obvious. See Sensonics, Inc. v. Aerosonic Corp., 81 F.3d 1566, 1570, 
38 U.S.P.Q.2d 1551, 1554, (Fed. Cir. 1996). "Virtually all [inventions] are combinations 
of old elements." In reRouffet, 149 F.3d 1350, 1357, 47 U.S.P.Q.2d 1453, 1457. An 
examiner may often find every element of a claimed invention in the prior art. However, 
if merely identifying each claimed element in the prior art was sufficient to negate 
patentability, very few patents would ever issue. Id. Rejecting patent claims solely by 
finding "prior art corollaries" for the claimed elements permits an examiner to use the 
claimed invention itself as a blueprint for piecing elements in the prior art together. Id. 
To defeat the patentability of a patent application in this manner is inappropriate. Id. 

Appellant respectfully submits that the limitations of independent claims 3 and 17 are not 
taught, suggested, or rendered obvious by OToole in combination with Davis, and further in 
combination with, what the Examiner alleges, would have been obvious to one of ordinary skill 
in the art (i.e. Official Notice). As has been discussed, Appellant respectfully submits that the 
Examiner is utilizing impermissible hindsight to piece together disparate sections of the OToole 
and Davis references, along with what would have allegedly been obvious to one of ordinary skill 
in the art to, in hindsight, approximate Appellants claimed invention. 

As set forth in the Abstract of OToole, OToole generally teaches: 

"The present invention relates to techniques for controlling transfers of information in 
computer networks. One technique involves transmitting from a server computer to a client 
computer, a document containing a channel object corresponding to a communication service, 
and storing an access ticket that indicates that a user of the client computer permits the 
information source computer to communicate with the user over a specified channel. Another 
technique involves transmitting smart digital offers based on information such as coupons and 
purchasing histories stored at the computer receiving the offer. . ." 
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The Examiner previously held that OToole does not explicitly disclose how the 
confirmation of compatibility between the client and servers communication hardware and 
software is established - but that Davis teaches the monitoring of client activity in order to create 
a client profile that is used to target content such as an ad to a user. The Examiner has further 
previously asserted that Davis teaches the ability to use an agent to obtain data regarding 
hardware characteristics of the target computer. Further, the Examiner has asserted that Official 
Notice is taken that it is old and well-known in the art of computers to access a software profile. 
Further, the Examiner has asserted that although OToole does not explicitly teach the profiling 
of web-sites visited and time spent at each web-site by a user, that Davis makes up for this 
deficiency. 

Thus, the Examiner has previously used Davis to teach the ability of an agent to obtain 
data regarding hardware characteristics of a target computer and to show that it has been known 
to track dynamic information including information on web-sites visited and time spent by users 
on the websites. Although, even Davis, does not particularly teach or suggest a user rule page 
including a software profile indicating software used by the target computer; such that the 
Examiner has taken Official Notice that it is old and well-known in the art of computers to access 
a software profile. 

As before, Appellant reiterates, and Appellant respectfully submits that this is classic 
hindsight reconstruction . Appellant respectfully submits that OToole as set forth by the 
Examiner provides techniques to transmit smart digital offers based on information such as 
coupons and purchasing histories stored at the computer receiving the offer and, to begin with, 
does not teach or suggest a user rule page containing information automatically obtained from 
the target computer by a first agent. Beyond that, it is Appellant's belief that the Examiner has 
engaged in hindsight reconstruction to pick and choose disparate parts of the OToole reference in 
combination with disparate references of the Davis reference, along with Official Notice of skill 
in the art, to piece together the teachings of the prior art in an attempt to render obvious the 
claimed invention, when there is no motivation to do so except to re-create Appellant's claimed 
invention. 
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Appellant respectfully submits that OToole in combination with Davis, and further in 
combination with Official Notice simply does not teach or suggest Appellant 's novel and non- 
obvious invention related to: a user rule page containing information automatically obtained 
from a target computer by a first agent having a triggering program to filter information and 
determine whether the information is relevant to the user rule page. . .a rule book to provide a rule 
based on the user rule page. . .the user rule page including at least one of a hardware profile, a 
software profile, and a user profile including dynamic information related to a user using the 
target computer including information on web-sites visited and time spent by the user on the 
web-site and wherein a second agent updates information in the user rule page based on 
information received from the target computer and based upon the updated user rule page finds 
new appropriate content including a second advertisement that is transmitted to the target 



In view of the foregoing, Appellant respectfully submits that independent claims 3 and 17 
are not rendered obvious by the hindsight combination of OToole, Davis, and what would have 
been allegedly known to one of ordinary skill in the art (i.e. Official Notice), and that these 
claims should be allowed. Appellant respectfully requests that the Board reverse the Examiner's 
decision as to independent claims 3 and 17. With respect to the dependent claims, Appellant 
respectfully submits that these claims are allowable for being dependent upon allowable 
independent claims. 



computer. 



Respectfully submitted, 




BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 



Dated: September 14, 2004 



ERI&3>1QN<j 
Reg. No. 44,188 



12400 Wilshire Boulevard, Seventh Floor 
Los Angeles, California 90025 
(714) 557-3800 
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